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DETAILED ACTION 

Specification 

1 . The Abstract of the Disclosure is objected to because the use of the legal phraseology, 
"disclosed", line 2, is not permitted. Correction is required. See M.P.E.P. § 608.01(b). 

Claim Rejections - 35 USC §102 

2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

3. Claims 1-2, 6-7, 12, and 18 are rejected under 35 U.S.C. 102(b) as being anticipated by 
McCarty et al (US 5,946,660). 

Re claim 1 : McCarty et al teaches a method for storage services at a retailer facility (14 in 
figs. 1-2) that sells consumer products, the method comprising the steps of: 

receiving a physical media (articles, which is imparted by the consumer; column 1, 
lines6-9; column 19-22) from a consumer, wherein the physical media stores content imparted by 
the consumer; 

generating a first identifier (". . .the customer first input their customer identification (step 
128) i.e. the customer number assigned to the user..." column 10, lines 12-13; column 10, lines 
10-30) for identifying the consumer, and a second identifier (i.e., selected unit(s) 18 within the 
storage facility 14; figs. 2 and 6; column 4, lines 52-59; column 7, line 61 through column 8, line 
45) for specifying location of the physical media within the retailer facility; 
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storing the physical media (articles) at the location according to the second identifier 
(selected unit(s) 18); and 

charging the consumer for storage of the physical media (column 8, lines 6-16; column 
10, lines 43-46). 

Re claims 2, 8, and 14: McCarty et al teaches the "articles", which is broadly interpreted 

as a non-volatile storage device. Furthermore, the examiner acknowledges the applicant claims 

that "wherein the physical media includes one of a compact disc, a ZIP disk, a hard drive, a 

diskette, a flash memory card, and other non-volatile storage device." as set forth in claim 2. 

However, the claim does not exclude the "articles" as disclosed by McCarty et al, because: 

The transitional term "comprising", which is synonymous with "including," "containing," or 
"characterized by," is inclusive or open-ended and does not exclude additional, unrecited 
elements or method steps. See, e.g., >Invitrogen Corp. v. Biocrest Mfg., L.P., 327 F. 3d 1364, 
1368, 66 USPQ2d 1631, 1634 (Fed. Cir. 2003) (See MPEP 2111.03 [R-2]). 

Accordingly, given its broadest reasonable interpretation, McCarty et al meets the 

claimed invention. 

Re claims 7 and 13: McCarty et al teaches a tracking system for supporting storage 
services at a retail establishment that includes a storage facility, the system comprising: 

a processor (12 in fig. 1; column 4, lines 30-32) configured, in response to receiving a 
physical media from a consumer, to generate a first identifier for identifying the consumer, and a 
second identifier for specifying location of the physical media within the retailer facility; and 

a database (column 4, lines 30-32) configured to store the generated identifiers, 

wherein the storage facility stores the physical media at the location according to the 
second identifier, and the consumer is charged for storage of the physical media (column 4, line 
15 through column 9, line 46). 
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Claim Rejections - 35 USC §103 

4. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

5. Claims 3-5, 9-1 1, and 15-17 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over McCarty et al (US 5,946,660) in view of Peoples, Jr. (US 6,098,892). The teachings of 
McCarty et al have been discussed above. 

McCarty et al teaches the step of generating a custom rental agreement(s)/contract(s) 
having customer information and rented storage unit(s) thereon (column 9, lines 22-46), and 
displaying/printing the rental agreement(s)/contract(s) to the customer; which serves as the step 
of generating a plurality of labels corresponding to the first identifier and the second identifier 
and outputting a receipt for the consumer, the receipt containing the identifiers. 

However, McCarty et al fails to teach or fairly suggest the step of affixing one of the 
labels to the physical media and another one of the labels to the container housing the physical 
media. 

Peoples, Jr. teaches affixing one of the labels (14 in fig. 2) to the bottle (10), which serves 
as the physical media; and another one of the labels (26 in fig. 4) to a shrink wrapped package 
(22), which serves as a container, housing the bottles/physical-media (column 1, lines 35-59). 

It would have been obvious to an artisan of ordinary skill in the art at the time the 
invention was made to incorporate the well known step of affixing a label on the physical 
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media/product/objects and another correspondent label on the its container/package as taught by 
Peoples, Jr. to the teachings of McCarty et al in order to provide corresponding information 
between the media/product/objects and its container/package to be compared by the receiving 
party of the container/package by means of comparing the list of items from the 
container/package and each and every item within the container/package for inventory purposes. 

Conclusion 

Examiner's note: Examiner has cited particular columns and line numbers in the 
references as applied to the claims above for the convenience of the applicant. Although the 
specified citations are representative of the teachings of the art and are applied to the specific 
limitations within the individual claim, other passages and figures may apply as well. It is 
respectfully requested from the applicant in preparing responses, to fully consider the references 
in entirety as potentially teaching all or part of the claimed invention, as well as the context of 
the passage as taught by the prior art or disclosed by the examiner. 

6. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. Jenkins (US 2002/0188457) discloses Interactive self- storage rental system and 
method. Roshkoff (US 5,489,123) teaches Packaging label including pre-approved incentive 
card. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Kimberly D. Nguyen whose telephone number is 571-272-2402. 
The examiner can normally be reached on Monday-Friday 7:30-4:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Michael G. Lee can be reached on 571-272-2398. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
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